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DETAILED ACTION 



Claims 1-36 have been examined. 



Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

2. Claims 1-10, 15 and 22 rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

3. Regarding claim 1. Claim 1 recites the phrase "predetermined function." It is unclear as 
to what function is being performed. 

4. Claims 2-10 contain the same deficiencies as claim 1 through dependency and, as such, 
are rejected for the same reasons. 

5. Regarding claims 5, 15 and 22. These claims recite the phrases "customer knowledge or 
sophistication" and "sophistication or complexity of the selected financial product or 
instrument." It is unclear as to how the degree of knowledge, sophistication and complexity are 
determined. 



Application/Control Number: 10/711 ,705 
Art Unit: 3694 



Page 3 



Claim Rejections - 35 USC § 101 



6. 



35 U.S.C. 101 reads as follows: 



Whoever invents or discovers any new and useM process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 



7. Claims 1-16 and 27-29 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 



enumerated categories a claimed invention falls. The question of whether a claim encompasses 
statutory subject matter should not focus on which of the four categories of subject matter a 
claim is directed to ~ process, machine, manufacture, or composition of matter ~ but rather on 
the essential characteristics of the subject matter, in particular, its practical utility. In the instant 
invention, the claimed subject matter does not cover either a 101 judicial exception or a practical 
application of a 101 judicial exception. The claimed subject matter is merely directed towards an 
abstract idea. While a scientific truth, or the mathematical expression of it, is not a patentable 
invention, a novel and useful structure created with the aid of knowledge or scientific truth may 
be. Diehr, 450 U.S. at 188, 209 USPQ at 8-9. Diehr, 450 U.S. at 185, 209 USPQ at 7; accord, 
e.g., Chakrabarty, 447 U.S. at 309, 206 USPQ at 197; Parker v. Flook, 437 U.S. 584, 589, 198 
USPQ 193, 197 (1978); Benson, 409 U.S. at 67-68 , 175 USPQ at 675; Funk, 333 U.S. at 130, 76 
USPQ at 281. "A principle, in the abstract, is a fiindamental truth; an original cause; a motive; 
these cannot be patented, as no one can claim in either of them an exclusive right." Le Roy, 55 
U.S. (14 How.) at 175. 

9. Claims 2-16, 28 and 29 contain the same deficiencies as claims 1 and 27 through 
dependency and, as such, are rejected for the same reasons. 



8. 



Referring to claims 1 and 27. In many instances it is clear within which of the 
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10. Claims 1-39 are rejected under 35 U.S.C. 101 because the claimed invention lacks 
patentable utility. 

1 1 . Regarding claims 1 , 11, 17,27 and 30. The claimed invention as a whole must be useful 
and accomplish a practical application. That is, it must produce a "useful, concrete and tangible 
result." State Street, 149 F.3d at 1373-74, 47 USPQ2d at 1601-02. The purpose of this 
requirement is to limit patent protection to inventions that possess a certain level of "real world" 
value, as opposed to subject matter that represents nothing more than an idea or concept, or is 
simply a starting point for future investigation or research (Brenner v. Manson, 383 U.S. 519, 
528-36, 148 USPQ 689, 693-96 (1966)); In re Fisher, 421 F.3d 1365, 76 USPQ2d 1225 (Fed. 
Cir. 2005); In re Ziegler, 992 F.2d 1 197, 1200-03, 26 USPQ2d 1600, 1603-06 (Fed. Cir. 1993)). 
In the instant application the invention fails to provides a practical application that produces a 
useful, tangible and concrete result. 

12. Claims 2-10, 12-16, 18-26, 28, 19 and 31-36 contain the same deficiencies as claims 1, 
11, 17, 27 and 30 through dependency and, as such, are rejected for the same reasons. 



Claim Rejections - 35 USC § 102 

13. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of appUcation for patent ia the United States. 
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14. Claims 1-36 are rejected under 35 U.S.C. 102(b) as being anticipated by Lawrence et al., 
U.S. PG-Pub No. 2002/0138407 (reference A on the attached PTO-892). 

15. As per claim 1, Lawrence et al. teaches a method to evaluate anti-money laundering risk, 
comprising: calculating a risk rating based on a set of values, each value being assigned to one of 
a plurality of different possible or selectable responses or answers for each of a multiplicity of 
criteria or questions associated with a group including at least one of a selected country, a 
selected financial product or investment, and a selected customer type (see paragraph 0026, lines 
9-12 and paragraph 0032, lines 4-6); and performing a predetermined function in response to the 
risk rating (see paragraph 0031, lines 1-2). 

16. As per claim 2, Lawrence et al. teaches the method of claim 1 as described above. 
Lawrence fiirther teaches defining the multiplicity of criteria or questions (see paragraph 0026, 
lines 9-12). 

17. As per claim 3, Lawrence et al. teaches the method of claim 2 as described above. 
Lawrence further teaches wherein defining the multiplicity of criteria or questions comprises at 
least one of: determining whether the selected country is cooperative; determining if the selected 
country is on an Office of Foreign Asset Control (OF AC) list; determining an Intemational 
Narcotics Strategy Report Rating; determining if the selected country is a member of the 
Financial Task Force on Money Laundering (FATF); determining if the selected country was a 
party to a 1988 United Nations Convention on drugs; determining a quality of local laws and 
regulations; determining a level of government support related to law enforcement and 
prosecution of offenders; determining a strength of the selected country's banking industry; and 
determining a quality of banking regulation and oversight (see paragraph 0054, lines 6-11). 
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18. As per claim 4, Lawrence et al. teaches the method of claim 2 as described above. 
Lawrence further teaches wherein defining the multiplicity of criteria or questions comprises at 
least one of: determining if the selected customer type is currently being monitored; determining 
a level of knowledge about the selected customer type; and determining if the selected customer 
type is a risk for certain activities (see paragraph 0045, lines 3-10 and paragraph 0048, lines 16- 
20). 

19. As per claim 5, Lawrence et al. teaches the method of claim 2 as described above. 
Lawrence further teaches wherein defining the multiplicity of criteria or questions comprises at 
least one of: determining a level of customer knowledge or sophistication needed to deal in the 
selected financial product or investment; determining a level of sophistication or complexity of 
the selected financial product or investment; determining the selected product or investment's 
propensity for use in money laundering activity; determining an ease of access to the selected 
financial product or investment; determining the selected financial product or investment's 
attractiveness for use by terrorist (see paragraph 0027, lines 4-7 and paragraph 0054, lines 6-11). 

20. As per claim 6, Lawrence et al. teaches the method of claim 1 as described above. 
Lawrence fiirther teaches wherein calculating the risk rating comprises one of calculating an 
average of the set of values or a weighted average of the set of values (see paragraph 0037, lines 
3-6). 

21. As per claim 7, Lawrence et al. teaches the method of claim 1 as described above. 
Lawrence fiirther teaches calculating at least one of a country risk rating, a customer type risk 
rating, a product risk rating and a relationship risk rating (see paragraph 0042, lines 7-10). 
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22. As per claim 8, Lawrence et al. teaches the method of claim 1 as described above. 
Lawrence further teaches presenting a graphical user interface for a user to enter at least one of 
an identification for a legal entity to be evaluated, a country associated with the legal entity to be 
evaluated, at least one financial product or investment associated with the legal entity to be 
evaluated, and at least one customer type associated with the legal entity to be evaluated (see 
paragraph 0032, lines 1-6). 

23. As per claim 9, Lawrence et al. teaches the method of claim 1 as described above. 
Lawrence further teaches presenting a graphical user interface to edit the plurality of different 
possible or selectable responses or answers for each of the multiplicity of criteria or questions 
and values assigned to each of the plurality of responses or answers (see paragraph 0034, lines 1- 
3). 

24. As per claim 10, Lawrence et al. teaches the method of claim 1 as described above. 
Lawrence further teaches presenting a graphical user interface for a user to select at least one of: 
if the selected country is a cooperative jurisdiction; if the selected country is on an Office of 
Foreign Asset Control (OF AC) list; an International Narcotics Strategy Report Rating associated 
with the selected country; if the selected country is a member of the Financial Task Force on 
Money Laundering (FATF); if the selected country was a party to a 1988 United Nations 
Convention; a quality of local laws and regulations associated with the selected country; a level 
of government support in the selected country related to enforcement of laws and regulations and 
prosecution of offenders; a strength of banking industry associated with the selected country; and 
a quality of banking regulation and oversight associated with the selected country (see paragraph 
0045, liens 3-10 and paragraph 0048, lines 16-20). 
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25. As per claim 11, Lawrence et al. teaches a method to evaluate anti-money laundering 
risk, comprising: identifying a person or other legal entity to be evaluated (see paragraph 0042, 
lines 1-4); selecting a country associated with the person or other legal entity; selecting at least 
one financial product or investment associated with the person or other legal entity (see 
paragraph 0045, lines 3-10); selecting a customer type associated with the person or other legal 
entity (see paragraph 0048, lines 1-4); and determining a risk rating based on responses to 
predetermined criteria or question related to the selected country, the at least one selected 
financial product or investment and the selected customer type (see paragraph 0048, lines 16-20). 

26. As per claim 12, Lawrence et al. teaches the method of claim 1 1 as described above. 
Lawrence further teaches wherein determining the risk comprises setting a value corresponding 
to each of the responses to the predetermined criteria or question (see paragraph 0048, lines 4-8). 

27. As per claim 13, Lawrence et al. teaches the method of claim 12 as described above. 
Lawrence further teaches wherein determining the risk comprises calculating one of an average 
or a weighted average of the values based on the selected country, the at least one selected 
financial product or investment and the selected customer type (see paragraph 0037, lines 3-6). 

28. As per claim 14, Lawrence et al. teaches the method of claim 1 1 as described above. 
Lawrence further teaches wherein determining the risk comprises at least one of: evaluating if 
the selected country is a cooperative jurisdiction; determining if the selected country was a party 
to the 1988 United Nations Convention on drugs; evaluating a quality of banking regulation and 
oversight in the selected country; determining if the selected country is associated with terrorist 
related activity or on the Office of Foreign Asset Control (OF AC) list; evaluating a quality of 
local laws of the selected country; entering an International Narcotics Strategy Report Rating for 



Application/ Control Number: 10/711,705 Page 9 

Art Unit: 3694 

the selected country; evaluating a level of government support in the selected country for 
enforcement of laws and regulations and prosecution of offenses; determining if the selected 
country is a member of Financial Action Task Force on Money Laundering (FATF); and 
determining strength of a banking industry in the selected country (see paragraph 0054, lines 6- 
11). 

29. As per claim 15, Lawrence et al. teaches the method of claim 1 1 as described above. 
Lawrence further teaches wherein determining the risk comprises at least one of: evaluating the 
person or other legal entity's sophistication with respect to the at least one selected financial 
product or investment; determining the at least one selected financial product or investment's 
propensity for use for money laundering; determining the at least one selected financial product 
or investment's attractiveness for use by terrorist; evaluating a level of complexity of the at least 
one selected financial product or investment; determining if the at least one selected financial 
product or investment is currently monitored for use with respect to illegal activity; determining 
a level of the person or other legal entity's knowledge of the at least one financial product or 
investment; and determining a level of ease of obtaining and using the at least one financial 
product or investment (see paragraph 0027, lines 4-7 and paragraph 0054, lines 6-1 1). 

30. As per claim 16, Lawrence et al. teaches the method of claim 1 1 as described above. 
Lawrence further teaches wherein determining the risk comprises at least one of: determining if 
the person or other legal entity is currently being monitored with respect to financial activity; 
determining a level of risk of the person or other legal entity being associated with terrorist 
activity; evaluating a level of knowledge about the person or other legal entity; and determining 
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if the person or other legal entity is known to be a high risk (see paragraph 0045, lines 3-10 and 
paragraph 0048, lines 16-20). 

31. As per claim 17, Lawrence et al. teaches a system to evaluate anti-money laundering risk, 
comprising: a server (see paragraph 0038, lines 1-5); and a risk rating tool operable on the server 
(see paragraph 0039, lines 1-6). 

32. As per claim 18, Lawrence et al. teaches the system of claim 17 as described above. 
Lawrence further teaches wherein the risk rating tool is adapted to determine a risk rating based 
on responses to predetermined criteria related to a selected country, at least one selected financial 
product and a selected customer type (see paragraph 0026, lines 9-12 and paragraph 0032, lines 
4-6). 

33. As per claim 19, Lawrence et al. teaches the system of claim 18 as described above. 
Lawrence further teaches a value being set corresponding to each of the responses to the 
predetermined criteria (see paragraph 0048, lines 4-8). 

34. As per claim 20, Lawrence et al. teaches the system of claim 19 as described above. 
Lawrence further teaches wherein the risk rating tool is programmed to calculate one of an 
average or a weighted average of the values based on the selected country, the at least one 
selected financial product and the selected customer type (see paragraph 0037, lines 3-6). 

35. As per claim 21, Lawrence et al. teaches the system of claim 17 as described above. 
Lawrence further teaches wherein the risk rating tool is programmed to determine a risk rating 
based on responses to predetermined criteria related to a selected country, the predetermined 
criteria comprising at least one of: a level of cooperativeness of the selected country with respect 
to anti-money laundering; the selected country being a party to the 1988 United Nations 
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Convention; a quality of banking regulations and oversight in the selected country; the selected 
country being associated with terrorist related activity; the selected country being on an Office of 
Foreign Asset Control (OF AC) list; a quality of local laws of the selected country; an 
International Narcotics Strategy Report Rating for the selected country; a level of government 
support in the selected country for enforcement of laws and regulations and prosecution of 
offenses; the selected country being a member of the Financial Action Task Force on Money 
Laundering (FATF); and strength of a banking system in the selected country (see paragraph 
0054, lines 6-11). 

36. As per claim 22, Lawrence et al. teaches the system of claim 17 as described above. 
Lawrence further teaches wherein the risk rating tool is programmed to determine a risk rating 
based on responses to predetermined criteria related to at least one selected financial product or 
investment, the predetermined criteria comprising: a customer sophistication with respect to the 
selected financial product or investment; a propensity of the selected financial product or 
investment for use for money laundering; an attractiveness of the selected financial product or 
investment for use by terrorist; a level of complexity of the financial product or investment; a 
current monitoring of the financial product or investment for use with respect to illegal activity; a 
level of a customer's or public's knowledge of the financial product or investment; and a level of 
ease of obtaining and using the financial product or investment (see paragraph 0027, lines 4-7 
and paragraph 0054, lines 6-1 1). 

37. As per claim 23, Lawrence et al. teaches the system of claim 17 as described above. 
Lawrence further teaches wherein the risk rating tool is programmed to determine a risk rating 
based on responses to predetermined criteria related to a selected customer type, the 



Application/ Control Number: 10/711,705 Page 1 2 

Art Unit: 3694 

predetermined criteria comprising: a customer currently being monitored with respect to 
financial activity; a level of risk of the customer being involved in terrorist activity; a level of a 
financial institutions knowledge of its customer; and the customer being known to be a high risk 
(see paragraph 0045, lines 3-10 and paragraph 0048, lines 16-20). 

38. As per claim 24, Lawrence et al. teaches the system of claim 17 as described above. 
Lawrence further teaches wherein the risk rating tool is programmed to calculate a risk rating 
based on a set of values, each value being assigned to one of a plurality of different possible or 
selectable responses or answers for each of a multiplicity of criteria or questions associated with 
a group including at least one of a selected country, a selected financial product or investment 
and a selected customer type (see paragraph 0026, lines 9-12 and paragraph 0032, lines 4-6). 

39. As per claim 25, Lawrence et al. teaches the system of claim 24 as described above. 
Lawrence further teaches a database including reports used to determine each of the set of values 
(see paragraph 0051, lines 1-2). 

40. As per claim 26, Lawrence et al. teaches the system of claim 17 as described above. 
Lawrence fiirther teaches wherein the risk rating tool is programmed to present a graphical user 
interface for a user to select at least one of: if the selected country is a cooperative jurisdiction; if 
the selected country is on an Office of Foreign Asset Control (OF AC) list; an International 
Narcotics Strategy Report Rating associated with the selected country; if the selected country is a 
member of the Financial Task Force on Money Laundering (FATF); if the selected country was a 
party to a 1988 United Nations Convention; a quality of local laws and regulations associated 
with the selected country; a level of government support related to enforcement of laws and 
regulations and prosecution of offenses; a strength of a banking industry associated with the 
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selected country; and a quality of banking regulation and oversight associated with the selected 
country (see paragraph 0054, lines 6-1 1). 

41 . As per claim 27, Lawrence et al. teaches a method for making a system to evaluate anti- 
money laundering risk, comprising: providing a server (see paragraph 0038, lines 3-5); and 
providing a risk rating tool operable on the server (see paragraph 0039, lines 1-6). 

42. As per claim 28, Lawrence et al. teaches the method of claim 27 as described above. 
Lawrence further teaches adapting the risk rating tool to determine a risk rating based on 
responses to predetermined criteria related to a selected country, at least one selected financial 
product and a selected customer type (see paragraph 0026, lines 9-12 and paragraph 0032, lines 
4-6). 

43. As per claim 29, Lawrence et al. teaches the method of claim 27 as described above. 
Lawrence further teaches adapting the risk rating tool to determine the risk based on responses to 
predetermined criteria, the predetermined criteria comprising at least one of: a level of 
cooperativeness of the selected country with respect to anti-money laundering; the selected 
coimtry being a party to the 1988 United Nations Convention; a quality of banking regulations 
and oversight in the selected country; the selected country being associated with terrorist related 
activity; the selected country being on an Office of Foreign Asset Control (OF AC) list; a quality 
of local laws of the selected country; an International Narcotics Strategy Report Rating for the 
selected country; a level of government support in the selected country for enforcement of laws 
and regulations and prosecution of offenses; the selected country being a member of the 
Financial Action Task Force on Money Laundering (FATF); and a strength of the banking 
system in the selected country (see paragraph 0054, lines 6-1 1). 
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44. As per claim 30, Lawrence et al. teaches a computer-readable medium having computer 
executable instructions for performing a method (see paragraph 0041, lines 1 1-23), comprising: 
calculating a risk rating based on a set of values, each value being assigned to one of a plurality 
of different possible or selectable responses or answers for each of a multiplicity of criteria or 
questions associated with a group including at least one of a selected country, a selected financial 
product or investment and a selected customer type (see paragraph 0026, lines 9-12 and 
paragraph 0032, lines 4-6); and performing a predetermined function in response to the risk 
rating (see paragraph 0031, lines 1-2). 

45 . As per claim 3 1 , Lawrence et al. teaches the computer-readable medium having 
computer executable instructions for performing the method of claim 30, wherein calculating a 
risk rating comprises one of calculating an average of the set of values or a weighted average of 
the set of values (see paragraph 0037, lines 3-6). 

46. As per claim 32, Lawrence et al. teaches the computer-readable medium having computer 
executable instructions for performing the method of claim 30 as described above. Lawrence 
further teaches calculating at least one of a country risk rating, a customer type risk rating, a 
product risk rating and a relationship risk rating (see paragraph 0042, lines 7-10). 

47. As per claim 33, Lawrence et al. teaches the computer-readable medium having computer 
executable instructions for performing the method of claim 30 as described above. Lawrence 
further teaches presenting a graphical user interface for a user to enter at least one of an 
identification for a legal entity to be evaluated, a country associated with the legal entity to be 
evaluated, at least one financial product or investment associated with the legal entity to be 
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evaluated, and a customer type associated with the legal entity to be evaluated (see paragraph 
0032, lines 1-6). 

48. As per claim 34, Lawrence et al. teaches the computer-readable medium having computer 
executable instructions for performing the method of claim 30 as described above. Lawrence 
further teaches presenting a graphical user interface to edit the plurality of different possible or 
selectable responses or answers for each of the multiplicity of criteria or questions and values 
assigned to each of the plurality of responses or answers (see paragraph 0034, lines 1-3. 

49. As per claim 35, Lawrence et al. teaches the computer-readable medium having computer 
executable instructions for performing the method of claim 30 as described above. Lawrence 
further teaches wherein determining the risk comprises calculating one of an average or a 
weighted average of the values based on the selected country, the at least one selected financial 
product and the selected customer type (see paragraph 0037, lines 3-6). 

50. As per claim 36, Lawrence et al. teaches the computer-readable medium having computer 
executable instructions for performing the method of claim 30 as described above. Lawrence 
fiirther teaches presenting a graphical user interface for a user to select at least one of: if the 
selected country is a cooperative jurisdiction; if the selected country is on an Office of Foreign 
Asset Control (OF AC) list; an Intemational Narcotics Strategy Report Rating associated with the 
selected country; if the selected country is a member of the Financial Task Force on Money 
Laundering (FATF); if the selected country was a party to a 1988 United Nations Convention; a 
quality of local laws and regulations associated with the selected country; a level of government 
support related to enforcement of laws and regulations and prosecution of offenses; a strength of 
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a banking industry associated with the selected country; and a quality of banking regulation and 
oversight associated with the selected country (see paragraph 0054, lines 6-1 1). 



Conclusion 

5 1 . Applicant(s) are reminded that as a matter of linguistic precision, optional or conditional 
elements (e.g. "if," "may," etc.) do not narrow the claims because they can always be omitted. 
See also MPEP §2106 II C: "Language that suggest or makes optional but does not require steps 
to be performed or does not limit a claim to a particular structure does not limit the scope of a 
claim or claim limitation. [Emphasis in original.]" 



52. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SAMICA L. NORMAN whose telephone number is (571)270- 
1371. The examiner can normally be reached on Mon-Thur 6:30a-4p, w/ 1st Fri off & 2nd 
6:30a-3p. 

53. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thomas Dixon can be reached on (571) 272-6703. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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54. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

sin 

/Ella Colbert/ 

Primary Examiner, Art Unit 3694 



